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KEY POINTS


Research and development (R&D) is crucial in the technology-dependent energy and resources sectors; and



Investors in energy or resources R&D collaborations should adopt a range of strategies to help maximise the intellectual
property (IP) returns from their investment.

The energy and resources sector is heavily dependent on
technology, from new product lines, heavy equipment and
autonomous systems, to safety, environmental modelling
and more. Due to the competitive and industry benefits of
innovation and tax incentives for R&D, the sector invests
heavily across a spectrum of programs.
Governments also recognise the importance of energy and
resources R&D to the Australian economy, pouring funds
into industry growth centres, collaborative research centres
and other grants. In May this year, the Commonwealth
Department of Industry, Science, Energy and Resources
released a Technology Investment Roadmap Discussion Paper,
indicating its long-term commitment to R&D in low emissions
technologies.
Maximising the outputs of that R&D - the technologies, data
and intellectual property that are created or developed - is
crucial to ensuring that benefits equal or exceed the costs.
This paper presents a range of strategies to help make the
most of your investment when undertaking a collaborative
R&D effort.

BEWARE OF GRANT FUNDING REQUIREMENTS AND TAX
RULES
Government funding is an attractive option for leveraging
investment in R&D, especially in energy and resources, with

advances in both recognised as cornerstones of Australia’s
current and future prosperity.
The Government’s expectations in return for grant funding
vary considerably depending on the program. While, generally
speaking, Australian government agencies will not demand
rights to the substantive IP developed through a funded R&D
program, any or all of the following may be required:


Rights to disseminate reports on outcomes of research,
which should be carefully managed to avoid including
any party’s pre-existing confidential information, IP
contributed by parties or any potentially valuable results;



A seat for a representative of the funding body on the
governing or steering committee for the program, which
can serve to limit the flexibility of the program and create
disclosure risks;



Milestones to be met prior to provision of further funding
instalments, a real risk in a context where a project
may not proceed at an expected rate or yield expected
outcomes, and any number of obstacles may arise from
poor weather conditions to loss of personnel to delay
progress;



Repayment of funding or termination rights if milestones
or other key performance indicators are not met;



Co-contributions which must be maintained at a certain
level proportionate to funding, exposing projects to falling
over if key industry partners withdraw; and



Audits and inspections at parties’ own cost.

In general terms, Australian governments often expect
projects to demonstrate value to the community, for example
through open access publication of results, availability of
developed IP and preference for domestic over foreign
entities benefiting from results. These can in certain
circumstances limit the extent to which you may be able to
obtain exclusive rights to developed IP, and should be clarified
up front.
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It is often worthwhile obtaining advice from R&D
accounting specialists on structuring projects and
payments to ensure you can access any applicable tax
benefits, including the R&D tax incentive and deductible
gift eligibility. The rules for these concessions and their
interactions with your financial structures can be complex,
but the benefits can be substantial. With certain funding
programs offered on a loan, rather than grant, basis,
you should also carefully analyse the implications of
repayment requirements.

There are a number of measures available to minimise the
risk of disclosure of confidential information, including:


Ensure that confidential information is clearly marked
- both in file names and on the documents themselves
- and encrypted and/or password protected in an
effective manner. There is little point password
protecting a file and then including the password in
the cover email attaching the file itself;



Limit information to specific individuals who require it
for the purposes of the particular project, and require
those individuals to sign confidentiality deeds directly
in favour of your company. Active measures should
be taken to ensure those individuals understand the
obligations they are signing up to, bearing in mind
that academic teams will almost always include junior
contributors, such as casual research assistants and
students. If one of those individuals later exposes or
threatens to expose your confidential information, a
deed in favour of your company puts you in a better
position to take action directly, without needing to rely
on a partner institution;



Prevent human error and physical disclosure: many
a crippling data breach has occurred after someone
left a USB behind on a plane, clicked a link in a
phishing email, included an incorrect email address
on a group email. Collaborations in the resources
space in particular often require partner personnel
to work on-site, creating further risk of inadvertent
disclosure. Establish, document and enforce data
security protocols across all collaboration participants
- including within your own organisation. Practices that
may be low risk in an internal context, such as emailing
unprotected files, have a far higher risk profile where
external parties are involved;



Scrutinise the security credentials of cloud services
used for the project, including by collaborators.
Academics often use cloud-based platforms outside
what is provided by their institutions, for convenience
or personal preference. While the terms and
conditions applicable to use of such services are rarely
negotiable, some services have stronger policies and
technologies than others; and



Quarantine confidential information to a specific
sub-project within a large-scale R&D collaboration,
particularly where competitors, other industry
participants or government entities are involved,
as is often the case with major government-funded

It is also worth remembering that government parties
are subject to freedom of information legislation. While
confidentiality exemptions may apply, and you should
ensure you have rights to participate in assessing any
potential FOI disclosures, this will ultimately be within
the control of the government agency. Any foreign
government funding or involvement is also likely to come
with requirements to comply with that country’s policy
and regulation.
ACTIVELY MANAGE CONFIDENTIAL INFORMATION
FLOWS
Sharing of confidential information is a high risk point in
energy and resources R&D collaborations. Mine layouts,
mineral deposit compositions and key risk points may only
be able to be protected as trade secrets; likewise for vital
know how and access protections in the energy space.
However, confidential information and trade secrets have
value only for so long as they remain confidential.

Sharing commercially sensitive information is often
necessary in order to enable research that is useful to
your business and development that fits your goals and
constraints. However, the more parties have access to
proprietary information, the more likely that information
is to find its way into the wrong hands, causing irreparable
damage.

Adelaide | Brisbane | Canberra | Darwin | Hobart | Melbourne | Norwest | Perth | Sydney
hwlebsworth.com.au

Page 2

projects. If confidential information sharing is limited
to sub-projects within a broader program, you
can ensure that only your company and research
organisations are involved in the relevant project.

assessing the potential benefits of exploiting project IP.
Reach-through terms applicable to open source software
used in a project can also be a real risk to any plans to
commercially exploit developed software.

CAREFULLY STRUCTURE RIGHTS TO RESULTS
Results and developed IP are the goal of all R&D programs,
and the rights of collaborating parties to those results
must be carefully structured from the outset, with a view
to balancing clarity and flexibility.
Multilateral research projects will generally vest ownership
of IP in the lead research institution for a variety of
reasons. What happens to the IP from that starting point
can vary, for example:


Options to take exclusive or non-exclusive licences to
exploit developed IP;



Rights to use results internally (which may or may
not extend to the corporate group and/or service
providers) for business process improvement
purposes;



First refusal rights for parties involved in particular
projects in respect of the IP arising out of that project;
and

As it is generally unclear what results will actually
emerge from projects, clear processes should be agreed
for protection of IP and managing infringement claims,
including who pays for patent costs and whether the
paying party then has exclusive rights to the IP in question.



Requiring that results only be used for research
internal to the institution;

Although not directly an IP issue, you should also obtain
advice to ensure that the IP arrangements in collaborative
projects involving competitors do not risk constituting a
cartel in contravention of the Competition and Consumer
Act. The recent removal of the exemption from breach of
cartel provisions for assignment and licensing of IP means
these arrangements may expose your company and its
officers to increased risk if not structured appropriately.
Consideration should be given to fitting within the joint
venture exemption if there is any risk of a cartel arising.



Requiring reports on any future research;

REVIEW PROPOSED PUBLICATIONS



Prohibiting third party access to results; or



Automatically licensing improvements in the same way
as IP developed during the course of the project.

Academic publications are a specific issue for R&D projects
involving research institutions. Most academics are driven
by the principle of ‘publish or perish’ - peer reviewed
publications in quality journals drive promotions, grants
and future opportunities. They will demand the rights
to publish results but this can pose risks to confidential
information and unregistered IP.



Rights to exploit IP outside the project while the
project is still underway.

In most cases, research partners will expect rights to use
IP for ongoing research and development, and you should
consider whether those rights should be limited, for
example by:

In bilateral projects, it may be easier to obtain an
assignment of IP, but research licences may still dilute the
value of that IP to the business, in particular where it is
being used for external commercialisation or to attract
investment.
Where other parties’ pre-existing IP or other third party
IP is required to make use of developed IP, this generally
needs to be licensed separately. The costs of licensing preexisting IP should be factored up front into any decisions
around investing in the R&D project, and when

Industry partners may have a different assessment of
what is valuable and what needs to be kept as proprietary
than academic collaborators. Results from a project can
also become entangled with pre-existing information or
IP, and the results an academic may want to include in a
publication may inadvertently disclose your confidential
information or IP.
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Further, PhD students are commonly included on research
projects. Students cannot graduate without satisfying
requirements to publish either a final thesis or a series
of articles over the course of their doctoral program.
Universities will strongly defend the right of their students
to complete their degrees.
Publications are typically subject to standard contractual
regimes requiring proposed articles to be circulated
prior to publications, and allowing partners to require
academics to remove confidential information or to delay
publication until patent applications can be lodged. These
regimes usually put deadlines on the right to object to
a publication, so any publications need to be reviewed
promptly.
If it is determined that developed IP should be patented,
there are likely to be further processes involved in
managing the preparation and application process
amongst the parties. Clear records of what pre-existing
IP has been contributed by various parties, and the
contributions of each party to the creation of the
developed IP are critical at this stage, so that the party
with the right and/or responsibility to lead any patent
application and prosecution process can be determined
without dispute. You may also need to be prepared to
cover patent costs associated with urgent applications.
A potential difficulty arises where results are not
patentable or otherwise unsuitable for formal protection,
but may be valuable if kept as a trade secret. Publication
provisions will generally not protect such results
from disclosure, unless they happen to also disclose
confidential information of one of the partners to the
collaboration. If you are collaborating with a university
or other academic institution, this is a risk you should
consider and weigh ahead of investing in the project.
TAKE THE STEERING WHEEL
Where you are entrusting your R&D project to the
leadership of a research institution, one of the most
important strategies for ensuring useful outcomes is to
actively manage and monitor the conduct of the project.
As mentioned above, academics have different drivers to
industry partners, as do government agencies. In a large
collaboration involving multiple industry contributors,
whether competitors or suppliers/customers, each
of those entities will also have their own priorities.
Combined with the fact that most projects are ill-defined
in the early stages, it is easy to find yourself with a project
that has evolved into something almost unrecognisable
from the original intent, and outputs that do not meet

your needs.
Whether your aim is improvement to equipment, safety
models or exploration techniques, testing and validation
of new systems, or scaling of new processes, clear output
expectations should be specified clearly up front and
updated throughout the project. Insist on the creation of
an IP register recording precisely what and when IP has
been contributed by each party, what each party has done
in respect of each step of the project and any third party
rights. Stay on top of the IP register and ensure that it is
accurate and kept as up to date as possible during the
course of the project.
Large collaborations often vest steering committees
with significant power to approve changes in research
programs and even decide on disputes around
management of IP. Ensure that the constitution, scope
and procedures for committees are well-defined and that
you have an executive with subject matter knowledge in a
voting seat holding material influence.
Technical experts should be given enough time release
from their usual jobs to allow them to take active part in
day-to-day project activities. Contributions of this kind can
often be counted as an ‘in-kind’ contribution to a funded
project, counted by reference to the value of that person’s
salary for the FTE proportion they are assigned to the
project. Even for bilateral projects, constant oversight and
monitoring is imperative.
HWL Ebsworth’s intellectual property team has extensive
experience assisting clients to maximise the value of their
R&D investments. Please contact us to learn more.

CONTACT
LUKE DALE
PARTNER
P +61 8 8205 0580
E lcdale@hwle.com.au

NIKKI MACOR HEATH
SENIOR ASSOCIATE
P +61 8 8205 0515
E nmacorheath@hwle.com.au

Disclaimer: This paper is not intended to be legal advice and
should not be relied upon as such. The copyright of this material
is and will remain the property of HWL Ebsworth Lawyers.
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